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Tae Univep States Trape-Mark AssociATio 


522 Fifth Avenue, New York 18, N. Y. 





An Organization for the 
Protection of Trade-Marks and Trade-Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
perform the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 





During its sixty-six years of existence the Association has been accumulating compre- 
hensive records, files and a general library of information on trade-mark matters. Members or 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 





From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 
























SPECIAL SERVICES 





In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 





The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


NEW TRADE-MARK ACT 


Introductory Note 


On July 5, 1946, President Harry S. Truman signed the Lanham Trade-Mark 
Bill (H. R. 1654) providing for the codification and modernization of all existing 
trade-mark statutes, the implementation of our international commitments and 
other purposes. The Act goes into effect on July 5, 1947. Because of the vital in- 
terest to our members and subscribers, we are devoting this entire issue to the text 
of this important Act, its legislative history, the memorandum of objections to cer- 
tain amendments to H. R. 1654 submitted by the Lawyers’ Advisory Committee of 
the United States Trade-Mark Association to the Conference Committee of the Sen- 
ate and House, and to Representative Lanham’s specific reference to the amendment 


relating to violation of the anti-trust laws, in order that its interpretation may be 
clear. 


[Pustic Law 489—79tH Conecress] 
[CHAPTER 540—2p Session | 


CH. R. 1654] 
AN ACT 


To provide for the registration and protection of trade-marks used in commerce, to carry out 
the provisions of certain international conventions, and for other purposes. 


Be it enacted by the Senate and House of Representatives of the United States 
of America in Congress assembled, 


TITLE I—THE PRINCIPAL REGISTER 


Section 1. The owner of a trade-mark used in commerce may register his 
trade-mark under this Act on the principal register hereby established : 


(a) By filing in the Patent Office— 

(1) a written application, in such form as may be prescribed by the Com- 
missioner, verified by the applicant, or by a member of the firm or an officer 
of the corporation or association applying, specifying applicant’s domicile and 
citizenship, the date of applicant’s first use of the mark, the date of applicant’s 
first use of the mark in commerce, the goods in connection with which the mark is 
used and the mode or manner in which the mark is used in connection with such 
goods, and including a statement to the effect that the person making the verifica- 
tion believes himself, or the firm, corporation, or association in whose behalf he 
makes the verification, to be the owner of the mark sought to be registered, that 
the mark is in use in commerce, and that no other person, firm, corporation, or 
association, to the best of his knowledge and belief, has the right to use such 
mark in commerce either in the identical form thereof or in such near re- 
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semblance thereto as might be calculated to deceive: Provided, That in the 

case of every application claiming concurrent use the applicant shall state ex- 

ceptions to his claim of exclusive use, in which he shall specify, to the extent of 

his knowledge, any concurrent use by others, the goods or services in connection 

with which and the areas in which each concurrent use exists, the periods of 

each use, and the goods and area for which the applicant desires registration ; 

(2) a drawing of the mark; and 
(3) such number of specimens or facsimiles of the mark as actually used 

as may be required by the Commissioner. 

(b) By paying into the Patent Office the filing fee. 

(c) By complying with such rules or regulations, not inconsistent with law, 
as may be prescribed by the Commissioner. 

(d) If the applicant is not domiciled in the United States he shall designate by 
a written document filed in the Patent Office the name and address of some person 
resident in the United States on whom may be served notices or process in proceed- 
ings affecting the mark. Such notices or process may be served upon the person so 
designated by leaving with him or mailing to him a copy thereof at the address 
specified in the last designation so filed. Ifthe person so designated cannot be found 
at the address given in the last designation, such notice or process may be served 
upon the Commissioner. 


MARKS REGISTRABLE ON THE PRINCIPAL REGISTER 


Sec. 2. No trade-mark by which the goods of the applicant may be distinguished 
from the goods of others shall be refused registration on the principal register on ac- 
count of its nature unless it— 


(a) Consists of or comprises immoral, deceptive, or scandalous matter; or mat- 
ter which may disparage or falsely suggest a connection with persons, living or dead, 
institutions, beliefs, or national symbols, or bring them into contempt, or disre- 
pute. 

(b) Consists of or comprises the flag or coat of arms or other insignia of the 
United States, or of any State or municipality, or of any foreign nation, or any simu- 
lation thereof. 

(c) Consists of or comprises a name, portrait, or signature identifying a par- 
ticular living individual except by his written consent, or the name, signature, or 
portrait of a deceased President of the United States during the life of his widow, 
if any, except by the written consent of the widow. 

(d) Consists of or comprises a mark which so resembles a mark registered in 
the Patent Office or a mark or trade-name previously used in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the appli- 
cant, to cause confusion or mistake or to deceive purchasers: Provided, That the 
Commissioner may register as concurrent registrations the same or similar marks 
to more than one registration when they have become entitled to use such marks 
as a result of their concurrent lawful use thereof in commerce prior to any of the 
filing dates of the applications involved and the Commissioner or a court on appeal 
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determines that confusion or mistake or deceit of purchasers is not likely to result 
from the continued use of said marks under conditions and limitations as to the 
mode or place of use or the goods in connection with which such registrations may 
be granted which conditions and limitations shall be prescribed in the grant of the 
concurrent registrations thereof; and concurrent registrations may be similarly 
granted by the Commissioner with such conditions and limitations when a court 
has finally determined that more than one person is entitled to use the same or 
similar marks in commerce. The Commissioner shall give not less than thirty 
days’ written notice to all applicants, registrants, and users specified by any of the 
parties concerned of any application for concurrent registration and of the time and 
place of the hearings thereon. When the Commissioner decides to grant a concur- 
rent registration the proposed registration shall be published in the Official Gazette 
of the Patent Office and the application shall be subject to opposition as hereinafter 
provided for other applications to register marks. Concurrent registrations may be 
ordered by a court in an action under the provisions of section 4915, Revised 
Statutes, under such conditions and limitations as the court considers proper in ac- 
cordance herewith. 

(e) Consists of a mark which (1) when applied to the goods of the applicant 
is merely descriptive or deceptively misdescriptive of them, or (2) when applied to 
the goods of the applicant is primarily geographically descriptive or deceptively mis- 
descriptive of them, except as indications of regional origin may be registrable under 
section 4 hereof, or (3) is primarily merely as surname. 

(f{) Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this 
section, nothing herein shall prevent the registration of a mark used by the appli- 
cant which has become distinctive of the applicant’s goods in commerce. The Com- 
missioner may accept as prima facie evidence that the mark has become distinctive, 
as applied to the applicant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce for the five years 
next preceding the date of the filing of the application for its registration. 


SERVICE MARKS REGISTRABLE 


Sec. 3. Subject to the provisions relating to the registration of trade-marks, 
so far as they are applicable, service marks used in commerce shall be registrable, 
in the same manner and with the same effect as are trade-marks, and when registered 
they shall be entitled to the protection provided herein in the case of trade-marks, 
except when used so as to represent falsely that the owner thereof makes or sells 
the goods on which such mark is used. The Commissioner may establish a separate 
register for such service marks. Applications and procedure under this section shall 


conform as nearly as practicable to those prescribed for the registration of trade- 
marks. 


COLLECTIVE AND CERTIFICATION MARKS REGISTRABLE 


Sec. 4. Subject to the provisions relating to the registration of trade-marks, so 
far as they are applicable, collective and certification marks, including indications of 
regional origin used in commerce, shall be registrable under this Act, in the same 
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manner and with the same effect as are trade-marks, by persons, and nations, 
States, municipalities, and the like, exercising legitimate control over the use of the 
marks sought to be registered, even though not possessing an industrial or commer- 
cial establishment, and when registered they shall be entitled to the protection pro- 
vided herein in the case of trade-marks, except when used so as to represent falsely 
that the owner or a user thereof makes or sells the goods or performs the services on 
or in connection with which such mark is used. The Commissioner may establish 
a separate register for such collective marks and certification marks. Applications 
and procedure under this section shall conform as nearly as practicable to those pre- 
scribed for the registration of trade-marks. 


USE BY RELATED COMPANIES 


Sec. 5. Where a registered mark or a mark sought to be registered is or may 
be used legitimately by related companies, such use shall inure to the benefit of the 
registrant or applicant for registration, and such use shall not affect the validity of 
such mark or of its registration, provided such mark is not used in such manner as to 
deceive the public. 


DISCLAIMERS 


Sec. 6. The Commissioner shall require unregistrable matter to be disclaimed, 
but such disclaimer shall not prejudice or affect the applicant’s or owner’s rights 
then existing or thereafter arising in the disclaimed matter, nor shall such disclaimer 
prejudice or affect the applicant’s or owner’s rights of registration on another appli- 


cation of later date if the disclaimed matter has become distinctive of the applicant’s 
or owner’s goods or services. 


CERTIFICATES 


Sec. 7. (a) Certificates of registration of marks registered upon the principal 
register shall be issued in the name of the United States of America, under the seal 
of the Patent Office, and shall either be signed by the Commissioner or have his 
name printed thereon and attested by an assistant commissioner or by one of the 
law examiners duly designated by the Commissioner, and a record thereof, together 
with printed copies of the drawing and statement of the applicant, shall be kept in 
books for that purpose. The certificate shall reproduce the drawing of the mark, 
contain the statement of the applicant and state that the mark is registered on the 
principal register under this Act, the date of the first use of the mark, the date of 
the first use of the mark in commerce, the particular goods or services for which 
it is registered, the number and date of the registration, the term thereof, the date 
on which the application for registration was received in the Patent Office, and any 
conditions and limitations that may be imposed in the grant of the registration. 

(b) A certificate of registration of a mark upon the principal register provided 
by this Act shall be prima facie evidence of the validity of the registration, registrant’s 
ownership of the mark, and of registrant’s exclusive right to use the mark in com- 
merce in connection with the goods or services specified in the certificate, subject to 
any conditions and limitations stated therein. 
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(c) A certificate of registration of a mark may be issued to the assignee of the 
applicant, but the assignment must first be recorded in the Patent Office. In case 
of change of ownership the Commissioner shall at the request of the owner and 
upon a proper showing and the payment of the fee herein provided, issue to such 
assignee a new certificate of registration of the said mark in the name of such 
assignee, and for the unexpired part of the original period. 

(d) At any time, upon application of the registrant and payment of the fee 
herein provided, the Commissioner may permit any registration in the Patent Of- 
fice to be surrendered, canceled, or for good cause to be amended, and he may per- 
mit any registered mark to be disclaimed in whole or in part: Provided, That the 
registration when so amended shall still contain registrable matter and the mark as 
amended shall still be registrable as a whole, and that such amendment or dis- 
claimer does not involve such changes in the registration as to alter materially the 
character of the mark. The Commissioner shall make appropriate entry upon the 
records of the Patent Office and upon the certificate of registration or, if said cer- 
tificate is lost or destroyed, upon a certified copy thereof. 

(e) Copies of any records, books, papers, or drawings belonging to the Patent 
Office relating to marks, and copies of certificates of registration, when authenticated 
by the seal of the Patent Office certified by the Commissioner, or in his name by a 
chief of division duly designated by the Commissioner, shall be evidence in all cases 
wherein the originals would be evidence; and any person making application there- 
for and paying the fee required by law shall have such copies. 

(f) Whenever a material mistake in a registration, incurred through the fault 
of the Patent Office, is clearly disclosed by the records of the Office a certificate 
stating the fact and nature of such mistake, signed by the Commissioner and sealed 
with the seal of the Patent Office, shall be issued without charge and recorded and 
a printed copy thereof shall be attached to each printed copy of the registration cer- 
tificate and such corrected certificate shall thereafter have the same effect as if the 
same had been originally issued in such corrected form, or in the discretion of the 
Commissioner a new certificate of registration may be issued without charge. All 
certificates of correction heretofore issued in accordance with the rules of the Patent 
Office and the registrations to which they are attached shall have the same force 
and effect as if such certificates and their issue had been specifically authorized by 
statute. 

(g) Whenever a mistake has been made in a registration and a showing has 
been made that such mistake occurred in good faith through the fault of the ap- 
plicant, the Commissioner is authorized to issue a certificate of correction or, in 
his discretion, a new certificate upon the payment of the required fee: Provided, 
That the correction does not involve such changes in the registration as to require 
republication of the mark. 


DURATION 
Sec. 8. (a) Each certificate of registration shall remain in force for twenty 


years: Provided, That the registration of any mark under the provisions of this Act 
shall be canceled by the Commissioner at the end of six years following its date, un- 
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less within one year next preceding the expiration of such six years the reg- 
istrant shall file in the Patent Office an affidavit showing that said mark is still in 
use or showing that its nonuse is due to special circumstances which excuse such 
nonuse and is not due to any intention to abandon the mark. Special notice of 
the requirement for such affidavit shall be attached to each certificate of registra- 
tion. 

(b) Any registration published under the provisions of subsection (c) of sec- 
tion 12 of this Act shall be canceled by the Commissioner at the end of six years 
after the date of such publication unless within one year next preceding the ex- 
piration of such six years the registrant shall file in the Patent Office an affidavit 
showing that said mark is still in use or showing that its nonuse is due to special 
circumstances which excuse such nonuse and is not due to any intention to abandon 
the mark. 

(c) The Commissioner shall notify any registrant who files either of the above- 
prescribed affidavits of his acceptance or refusal thereof and, if a refusal, the rea- 
sons therefor. 


RENEWAL 


Src. 9. Each registration may be renewed for periods of twenty years from 
the end of the expiring period upon the filing of an application therefor accompanied 
by an affidavit by the registrant stating that the mark is still in use in commerce 
and the payment of the renewal fee required by this Act; and such application may 
be made at any time within six months before the expiration of the period for 


which the certificate of registration was issued or renewed, or it may be made within 
three months after such expiration on payment of the additional fee herein pro- 
vided. 

An applicant for renewal not domiciled in the United States shall be subject to 
and comply with the provisions of section 1 (d) hereof. 


ASSIGNMENT 


Sec. 10. A registered mark or a mark for which application to register has been 
filed shall be assignable with the good-will of the business in which the mark is 
used, or with that part of the good-will of the business connected with the use of 
and symbolized by the mark, and in any such assignment it shall not be necessary to 
include the good-will of the business connected with the use of and symbolized by any 
other mark used in the business or by the name or style under which the business 
is conducted: Provided, That any assigned registration may be canceled at any 
time if the registered mark is being used by, or with the permission of, the assignee 
so as to misrepresent the source of the goods or services in connection with which 
the mark is used. Assignments shall be by instruments in writing duly executed 
Acknowledgment shall be prima facie evidence of the execution of an assignment 
and when recorded in the Patent Office the record shall be prima facie evidence of 
execution. An assignment shall be void as against any subsequent purchaser for 
a valuable consideration without notice, unless it is recorded in the Patent Office 
within three months after the date thereof or prior to such subsequent purchase. 
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The Commissioner shall keep a separate record of such assignments submitted to 
him for recording. 

An assignee not domiciled in the United States shall be subject to and comply 
with the provisions of section 1 (d) hereof. 


ACKNOWLEDGMENTS AND VERIFICATIONS 


Sec. 11. Acknowledgments and verifications required hereunder may be made 
before any person within the United States authorized by law to administer oaths, 
or, when made in a foreign country, before any diplomatic or consular officer of the 
United States or before any official authorized to administer oaths in the foreign 
country concerned whose authority shall be proved by a certificate of a diplomatic 
or consular officer of the United States, and shall be valid if they comply with the 
laws of the state or country where made. 


PUBLICATION 


Sec. 12. (a) Upon the filing of an application for registration and payment 
of the fee herein provided, the Commissioner shall refer the application to the 
examiner in charge of the registration of marks, who shall cause an examination to 
be made and, if on such examination it shall appear that the applicant is entitled to 
registration, the Commissioner shall cause the mark to be published in the Official 
Gazette of the Patent Office. 

(b) If the applicant is found not entitled to registration, the examiner shall 
advise the applicant thereof and of the reasons therefor. The applicant shall have 
a period of six months in which to reply or amend his application, which shall then 
be reexamined. This procedure may be repeated until (1) the examiner finally 
refuses registration of the mark or (2) the applicant fails for a period of six months 
to reply or amend or appeal, whereupon the application shall be deemed to have 
been abandoned, unless it can be shown to the satisfaction of the Commissioner 
that the delay in responding was unavoidable, whereupon such time may be ex- 
tended. 

(c) A registrant of a mark registered under the provisions of the Act of March 
3, 1881, or the Act of February 20, 1905, may, at any time prior to the expiration 
of the registration thereof, upon the payment of the prescribed fee file with the 
Commissioner an affidavit setting forth those goods stated in the registration on 
which said mark is in use in commerce and that the registrant claims the benefits 
of this Act for said mark. The Commissioner shall publish notice thereof with a re- 
production of said mark in the Official Gazette, and notify the registrant of such 
publication and of the requirement for the affidavit of use or nonuse as provided 
for in subsection (b) of section 8 of this Act. This subsection shall not be subject 
to the provisions of section 13 of this Act. 


OPPOSITION 


Sec. 13. Any person who believes that he would be damaged by the registration 
of a mark upon the principal register may, upon payment of the required fee, file a 
verified notice of opposition in the Patent Office, stating the grounds therefor, within 
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thirty days after the publication under subsection (a) of section 12 of this Act of 
the mark sought to be registered. For good cause shown, the time for filing notice of 
opposition may be extended by the Commissioner, who shall notify the applicant. 
An unverified opposition may be filed by a duly authorized attorney, but such 
opposition shall be null and void unless verified by the opposer within a reasonable 
time after such filing to be fixed by the Commissioner. 


CANCELATION 


Sec. 14. Any person who believes that he is or will be damaged by the reg- 
istration of a mark on the principal register established by this Act, or under the 
Act of March 3, 1881, or the Act of February 20, 1905, may upon the payment of 
the prescribed fee, apply to cancel said registration— 


(a) within five years from the date of the registration of the mark under this 
Act; or 

(b) within five years from the date of the publication under section 12 (c) 
hereof of a mark registered under the Act of March 3, 1881, or the Act of 
February 20, 1905; or 

(c) at any time if the registered mark becomes the common descriptive name 
of an article or substance on which the patent has expired, or has been abandoned 
or its registration was obtained fraudulently or contrary to the provisions of sec- 
tion 4 or of subsections (a), (b), or (c) of section 2 of this Act for a registra- 
tion hereunder, or contrary to similar prohibitory provisions of said prior Acts 
for a registration thereunder, or if the registered mark has been assigned and is 
being used by, or with the permission of, the assignee so as to misrepresent the 
source of the goods or services in connection with which the mark is used, or if 
the mark was registered under the Act of March 3, 1881, or the Act of February 
20, 1905, and has not been published under the provisions of subsection (c) 
of section 12 of this Act; or 

(d) at any time in the case of a certification mark on the ground that the 
registrant (1) does not control, or is not able legitimately to exercise control over, 
the use of such mark, or (2) engages in the production or marketing of any 
goods or services to which the mark is applied, or (3) permits the use of such 
mark for other purposes than as a certification mark, or (4) discriminately refuses 
to certify or to continue to certify the goods or services of any person who main- 
tains the standards or conditions which such mark certifies. 


Provided, That the Federal Trade Commission may apply to cancel on the grounds 
specified in subsections (c) and (d) of this section any mark registered on the prin- 
cipal register established by this Act, and the prescribed fee shall not be required. 

Sec. 15. Except on a ground for which application to cancel may be filed at any 
time under subsections (c) and (d) of section 14 of this Act, and except to the 
extent, if any, to which the use of a mark registered on the principal register in- 
fringes a valid right acquired under the law of any State or Territory by use of a 
mark or trade-name continuing from a date prior to the date of the publication under 
this Act of such registered mark, the right of the registrant to use such registered 
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mark in commerce for the goods or services on or in connection with which such 
registered mark has been in continuous use for five consecutive years subsequent 


to the date of such registration and is still in use in commerce, shall be incontest- 
able: Provided, That— 
























(1) there has been no final decision adverse to registrant’s claim of ownership 
of such mark for such goods or services, or to registrant’s right to register the 
same or to keep the same on the register; and 

(2) there is no proceeding involving said rights pending in the Patent Office 
or in a court not finally disposed of ; and 

(3) an affidavit is filed with the Commissioner within one year after the 
expiration of any such five-year period setting forth those goods or services 
stated in the registration on or in connection with which such mark has been 
in continuous use for such five consecutive years and is still in use in commerce, 
and the other matters specified in subsections (1) and (2) hereof; and 

(4) no incontestable right shall be acquired in a mark or trade-name which 
is the common descriptive name of any article or substance, patented or other- 
wise, 

Subject to the conditions above specified in this section, the incontestable 
right with reference to a mark registered under this Act shall apply to a mark 
registered under the Act of March 3, 1881, or the Act of February 20, 1905, 
upon the filing of the required affidavit with the Commissioner within one year 
after the expiration of any period of five consecutive years after the date of pub- 
lication of a mark under the provisions of subsection (c) of section 12 of this 
Act. 


The Commissioner shall notify any registrant who files the above-prescribed 
affidavit of the filing thereof. 


INTERFERENCE 

















Sec. 16. Whenever application is made for the registration of a mark which 
so resembles a mark previously registered by another, or for the registration of 
which another has previously made application, as to be likely when applied to the 
goods or when used in connection with the services of the applicant to cause con- 
fusion or mistake or to deceive purchasers, the Commissioner may declare that an 
interference exists. No interference shall be declared between an application and the 
registration of a mark the right to the use of which has become incontestable. 

Sec. 17. In every case of interference, opposition to registration, application to 
register as a lawful concurrent user, or application to cancel the registration of a 
mark, the Commissioner shall give notice to all parties and shall direct the examiner 
in charge of interferences to determine and decide the respective rights of registra- 
tion. 

Sec. 18. In such proceedings the Commissioner may refuse to register the 
opposed mark, may cancel or restrict the registration of a registered mark, or may 
refuse to register any or all of several interfering marks, or may register the mark 
or marks for the person or persons entitled thereto, as the rights of the parties here- 
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under may be established in the proceedings: Provided, That in the case of the 
registration of any mark based on concurrent use, the Commissioner shall determine 
and fix the conditions and limitations provided for in subsection (d) of section 2 
of this Act. 

Sec. 19. In all inter partes proceedings equitable principles of laches, estoppel, 
and acquiescence, where applicable may be considered and applied. The provisions 
of this section shall also govern proceedings heretofore begun in the Patent Office 
and not finally determined. 

Sec. 20. An appeal may be taken to the Commissioner in person from any final 
decision of the examiner in charge of interferences or of the registration of marks 
upon the payment of the prescribed fees. 

Sec. 21. Any applicant for registration of a mark, party to an interference pro- 
ceeding, party to an opposition proceeding, party to an application to register as a 
lawful concurrent user, party to a cancelation proceeding, or any registrant who 
has filed an affidavit as provided in section 8, who is dissatisfied with the decision 
of the Commissioner may appeal to the United States Court of Customs and Patent 
Appeals or may proceed under section 4915, Revised Statutes, as in the case of 
applicants for patents, under the same conditions, rules, and procedure as are pre- 
scribed in the case of patent appeals or proceedings so far as they are applicable: 
Provided, That any party who is satisfied with the decision of the Commissioner 
shall, upon the filing of an appeal to the Court of Customs and Patent Appeals by 
any dissatisfied party, have the right to elect to have all further proceedings under 
Revised Statutes 4915, by election as provided in Revised Statutes 4911. The 
Commissioner of Patents shall not be a necessary party to an inter partes proceed- 
ing under Revised Statutes 4915, but he shall be notified of the filing of the bill by 
the clerk of the court in which it is filed and the Commissioner shall have the right 
to intervene in the action. 


REGISTRATION IS NOTICE 


Sec. 22. Registration of a mark on the principal register provided by this Act 
or under the Act of March 3, 1881, or the Act of February 20, 1905, shall be con- 
structive notice of the registrant’s claim of ownership thereof. 


TITLE II—THE SUPPLEMENTAL REGISTER 


Sec. 23. In addition to the principal register, the Commissioner shall keep a 
continuation of the register provided in paragraph (b) of section 1 of the Act of 
March 19, 1920, entitled “An Act to give effect to certain provisions of the conven- 
tion for the protection of trade-marks and commercial names, made and signed in 
the city of Buenos Aires, in the Argentine Republic, August 20, 1910, and for 
other purposes,” to be called the supplemental register. All marks capable of dis- 
tinguishing applicant’s goods or services and not registrable on the principal reg- 
ister herein provided, except those declared to be unregistrable under paragraphs 
(a), (b), (c), and (d) of section 2 of this Act, which have been in lawful use in 
commerce by the proprietor thereof, upon or in connection with any goods or serv- 
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ices for the year preceding the filing of the application may be registered on the sup- 
plemental register upon the payment of the prescribed fee and compliance with the 
provisions of section 1 so far as they are applicable. 

Upon the filing of an application for registration on the supplemental register 
and payment of the fee herein provided the Commissioner shall refer the application 
to the examiner in charge of the registration of marks, who shall cause an examina- 
tion to be made and if on such examination it shall appear that the applicant is en- 
titled to registration, the registration shall be granted. If the applicant is found not 
entitled to registration the provisions of subsection (b) of section 12 of this Act 
shall apply. 

For the purposes of registration on the supplemental register, a mark may con- 
sist of any trade-mark, symbol, label, package, configuration of goods, name, word, 
slogan, phrase, surname, geographical name, numeral, or device or any combination 
of any of the foregoing, but such mark must be capable of distinguishing the appli- 
cant’s goods or services. 

Upon a proper showing by the applicant that he has begun the lawful use of his 
mark in foreign commerce and that he requires domestic registration as a basis for 
foreign protection of his mark, the Commissioner may waive the requirement of a 
full year’s use and may grant registration forthwith. 


CANCELATION 


















Sec. 24. Marks for the supplemental register shall not be published for or be 
subject to opposition, but shall be published on registration in the Official Gazette of 
the Patent Office. Whenever any person believes that he is or will be damaged by 
the registration of a mark on this register he may at any time apply to the Com- 
missioner to cancel such registration. The Commissioner shall refer such appli- 
cation to the examiner in charge of interferences, who shall give notice thereof 
to the registrant. If it is found after a hearing before the examiner that the reg- 
istrant was not entitled to register the mark at the time of his applicaion for reg- 
isration thereof, or that the mark is not used by the registrant or has been abandoned, 
the registration shall be canceled by the Commissioner. 

Sec. 25. The certificates of registration for marks registered on the supple- 
mental register shall be conspicuously different from certificates issued for marks 
registered on the principal register. 


GENERAL PROVISIONS 












Sec. 26. The provisions of this Act shall govern so far as applicable applica- 
tions for registration and registrations on the supplemental register as well as those 
on the principal register, but applications for and registrations on the supplemental 
register shall not be subject to or receive the advantages of sections 2 (e), 2 (f), 
7 (b), 12 (a), 13 to 18, inclusive, 22, 33, and 42 of this Act. 

Sec. 27. Registration of a mark on the supplemental register, or under the Act 
of March 19, 1920, shall not preclude registration by the registrant on the prin- 
cipal register established by this Act. 

Sec. 28. Registration on the supplemental register or under the Act of March 
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19, 1920, shall not be filed in the Department of the Treasury or be used to stop im- 
portations. 


TITLE III—NOTICE OF REGISTRATION 


Sec. 29. Notwithstanding the provisions of section 22 hereof, a registrant of a 
mark registered under the Act of March 3, 1881, or the Act of February 20, 1905, 
or on the principal register established by this Act, shall give notice that his mark 
is registered by displaying with the mark as used the words “Registered in U. S. 
Patent Office” or “Reg. U. S. Pat. Off.” or the letter R enclosed within a circle, 
thus ®; and in any suit for infringement under this Act by such a registrant fail- 
ing so to mark goods bearing the registered mark, or by a registrant under the 
Act of March 19, 1920, or by the registrant of a mark on the supplemental register 
provided by this Act no profits and no damages shall be recovered under the pro- 
visions of this Act unless the defendant had actual notice of the registration. 


TITLE IV—CLASSIFICATION 


Sec. 30. The Commissioner shall establish a classification of goods and services, 
for convenience of Patent Office administration, but not to limit or extend the appli- 
cant’s rights. The applicant may register his mark in one application for any or all 
of the goods or services included in one class, upon or in connection with which he 
is actually using the mark. The Commissioner may issue a single certificate for one 
mark registered in a plurality of classes upon payment of a fee equaling the sum of 
the fees for each registration in each class. 


TITLE V—FEES AND CHARGES 


Sec. 31. The following fees shall be paid to the Patent Office under this Act: 

On filing each original application for registration of a mark in each class on 
either the principal or the supplemental register, $25; on filing each application for 
renewal in each class, $25; and on filing each application for renewal in each class 
after expiration of the registration, an additional fee of $5; on filing notice of claim 
of benefits of this Act for a mark to be published under section 12 (c) hereof, $10; 
on filing notice of opposition or application for cancelation, $25; on appeal from 
an examiner in charge of the registration of marks to the Commissioner, $25; on 
appeal from an examiner in charge of interferences to the Commissioner, $25; for 
issuance of a new certificate of registration following change of ownership of a 
mark or correction of a registrant’s mistake, $10; for certificate of correction of 
registrant’s mistake, $10; for manuscript copies, for every one hundred words or 
fraction thereof, 10 cents ; for comparing other copies, 5 cents for every one hundred 
words or fraction thereof; for certifying in any case, additional, $1; for each addi- 
tional registration or application which may be included under a single certificate, 
50 cents additional; for filing disclaimer, amendment, surrender, or cancelation 
after registration, $10. 

For abstracts of title: For the search, one hour or less, and certificate, $3; each 
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additional hour or fraction thereof, $1.50; for each brief from the digest of assign- 
ments of two hundred words or less, $1. 

For certificate that trade-mark has not been registered—search and certificate 
(for deposit in foreign countries only), $3. 

For title reports required for office use, $1. 

For a single printed copy of statement and drawing, 10 cents; if certified, for the 
grant, additional, $1; for the certificate, $1; if renewed, for copy of certificate of 
renewal, additional, $1. 


For photographic copies of records and drawings, the reasonable cost of making 
them. 

For recording every assignment or other paper not exceeding six pages, $3; 
for each additional two pages or less, $1; for each additional registration or appli- 
cation included, or involved in one writing where more than one is so included or 
involved, additional, 50 cents. 

The Commissioner shall refund fees paid by mistake or in excess. 


TITLE VI—REMEDIES 


Sec. 32. (1) Any person who shall, in commerce, (a) use, without the con- 
sent of the registrant, any reproduction, counterfeit, copy, or colorable imitation of 
any registered mark in connection with the sale, offering for sale, or advertising of 
any goods or services on or in connection with which such use is likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin of such 
goods or services; or (b) reproduce, counterfeit, copy, or colorably imitate any 
such mark and apply such reproduction, counterfeit, copy, or colorable imitation 
to labels, signs, prints, packages, wrappers, receptacles, or advertisements intended 
to be used upon or in connection with the sale in commerce of such goods or services, 
shall be liable to a civil action by the registrant for any or all of the remedies herein- 
after provided, except that under subsection (b) hereof the registrant shall not be 
entitled to recover profits or damages unless the acts have been committed with 
knowledge that such mark is intended to be used to cause confusion or mistake or to 
deceive purchasers. 

(2) Notwithstanding any other provision of this Act, the remedies given to the 
owner of the right infringed shall be limited as follows: (a) Where an infringer is 
engaged solely in the business of printing the mark for others and establishes that 
he was an innocent infringer the owner of the right infringed shall be entitled as 
against such infringer only to an injunction against future printing; (b) where the 
infringement complained of is contained in or is part of paid advertising matter 
in a newspaper, magazine, or other similar periodical the remedies of the owner of 
the right infringed as against the publisher or distributor of such newspaper, maga- 
zine, or other similar periodical shall be confined to an injunction against the pres- 
entation of such advertising matter in future issues of such newspapers, maga- 
zines, or other similar periodical: Provided, That these limitations shall apply only 
to innocent infringers; (c) injunction relief shall not be available to the owner of 
the right infringed in respect of an issue of a newspaper, magazine, or other similar 
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periodical containing infringing matter when restraining the dissemination of such 
infringing matter in any particular issue of such periodical would delay the delivery 
of such issue after the regular time therefor, and such delay would be due to the 
method by which publication and distribution of such periodical is customarily 
conducted in accordance with sound business practice, and not to any method or 
device adopted for the evasion of this section or to prevent or delay the issuance 
of an injunction or restraining order with respect to such infringing matter. 

Sec. 33. (a) Any certificate of registration issued under the Act of March 3, 
1881, or the Act of February 20, 1905, or of a mark registered on the principal 
register provided by this Act and owned by a party to an action shall be admissible 
in evidence and shall be prima facie evidence of registrant’s exclusive right to use 
the registered mark in commerce on the goods or services specified in the certificate 
subject to any conditions or limitations stated therein, but small not preclude an op- 
posing party from proving any legal or equitable defense or defect which might have 
been asserted if such mark had not been registered. 

(b) If the right to use the registered mark has become incontestable under sec- 
tion 15 hereof, the certificate shall be conclusive evidence of the registrant’s ex- 
clusive right to use the registered mark in commerce on or in connection with the 
goods or services specified in the certificate subject to any conditions or limitations 
stated therein except when one of the following defenses or defects is established : 

(1) That the registration or the incontestable right to use the mark was ob- 
tained fraudulently ; or 

(2) That the mark has been abandoned by the registrant; or 

(3) That the registered mark has been assigned and is being used, by or with 
the permission of the assignee, so as to misrepresent the source of the goods or 
services in connection with which the mark is used; or 

(4) That the use of the name, term, or device charged to be an infringement 
is a use, otherwise than as a trade or service mark, of the party’s individual name 
in his own business, or of the individual name of anyone in privity with such party, 
or of a term or device which is descriptive of and used fairly and in good faith only 
to describe to users the goods or services of such party, or their geographic origin ; 
or 

(5) That the mark whose use by a party is charged as an infringement was 
adopted without knowledge of the registrant’s prior use and has been continuously 
used by such party or those in privity with him from a date prior to the publication 
of the registered mark under subsection (a) or (c) of section 12 of this Act: Pro- 
vided, however, That this defense or defect shall apply only for the area in which 
such continuous prior use is proved. 

(6) That the mark whose use is charged as an infringement was registered and 
used prior to the publication under subsection (a) or (c) of section 12 of this Act 
of the registered mark of the registrant, and not abandoned: Provided, however, 
That this defense or defect shall apply only where the said mark has been published 
pursuant to subsection (c) of section 12 and shall apply only for the area in which 
the mark was used prior to the date of publication of the registrant’s mark under 
subsection (a) or (c) of section 12 of this Act. 
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(7) That the mark has been or is being used to violate the anti-trust laws of the 
United States. 

Sec. 34. The several courts vested with jurisdiction of civil actions arising under 
this Act shall have power to grant injunctions, according to the principles of equity 
and upon such terms as the court may deem reasonable, to prevent the violation of 
any right of the registrant of a mark registered in the Patent Office. Any such 
injunction may include a provision directing the defendant to file with the court and 
serve on the plaintiff within thirty days after the service on the defendant of such 
injunction, or such extended period as the court may direct, a report in writing 
under oath setting forth in detail the manner and form in which the defendant has 
complied with the injunction. Any such injunction granted upon hearing, after 
notice to the defendant, by any district court of the United States, may be served 
on the parties against whom such injunction is granted anywhere in the United 
States where they may be found, and shall be operative and may be enforced by 
proceedings to punish for contempt, or otherwise, by the court by which such in- 
junction was granted, or by any other United States district court in whose juris- 
diction the defendant may be found. 

The said courts shall have jurisdiction to enforce said injunction, as herein pro- 
vided, as fully as if the injunction had been granted by the district court in which 
it is sought to be enforced. The clerk of the court or judge granting the injunction 
shall, when required to do so by the court before which application to enforce said 
injunction is made, transfer without delay to said court a certified copy of all papers 
on file in his office upon which said injunction was granted. 

It shall be the duty of the clerks of such courts within one month after the filing 
of any action, suit, or proceeding arising under the provisions of this Act to give 
notice thereof in writing to the Commissioner setting forth in order so far as known 
the names and addresses of the litigants and the designating number or numbers 
of the registration or registrations upon which the action, suit, or proceeding has 
been brought, and in the event any other registration be subsequently included in 
the action, suit, or proceeding by amendment, answer, or other pleading, the clerk 
shall give like notice thereof to the Commissioner, and within one month after the 
decision is rendered, appeal taken or a decree issued the clerk of the court shall 
give notice thereof to the Commissioner, and it shall be the duty of the Commis- 
sioner on receipt of such notice forthwith to endorse the same upon the file wrap- 
per of the said registration or registrations and to incorporate the same as a part of 
the contents of said file wrapper. 

Sec. 35. When a violation of any right of the registrant of a mark registered 
in the Patent Office shall have been established in any civil action arising under this 
Act, the plaintiff shall be entitled, subject to the provisions of sections 29 and 31 (1) 
(b), and subject to the principles of equity, to recover (1) defendant’s profits, (2) 
any damages sustained by the plaintiff, and (3) the costs of the action. The court 
shall assess such profits and damages or cause the same to be assessed under its 
direction. In assessing profits the plaintiff shall be required to prove defendant’s 
sales only; defendant must prove all elements of cost or deduction claimed. In 
assessing damages the court may enter judgment, according to the circumstances 





114 FORTY-ONE TRADE-MARK BULLETIN 


of the case, for any sum above the amount found as actual damages, not exceeding 
three times such amount. If the court shall find that the amount of the recovery 
based on profits is either inadequate or excessive the court may in its discretion enter 
judgment for such sum as the court shall find to be just, according to the circum- 
stances of the case. Such sum in either of the above circumstances shall constitute 
compensation and not a penalty. 

Sec. 36. In any action arising under this Act, in which a violation of any right 
of the registrant of a mark registered in the Patent Office shall have been estab- 
lished, the court may order that all labels, signs, prints, packages, wrappers, re- 
ceptacles, and advertisements in the possession of the defendant, bearing the 
registered mark or any reproduction, counterfeit, copy, or colorable imitation 
thereof, and all plates, molds, matrices, and other means of making the same, shall 
be delivered up and destroyed. 

Sec. 37. In any action involving a registered mark the court may determine the 
right to registration, order the cancelation of registrations, in whole or in part, 
restore canceled registrations, and otherwise rectify the register with respect to the 
registrations of any party to the action. Decrees and orders shall be certified by the 
court to the Commissioner, who shall make appropriate entry upon the records of 
the Patent Office, and shall be controlled thereby. 

Sec. 38. Any person who shall procure registration in the Patent Office of a 
mark by a false or fraudulent declaration or representation, oral or in writing, or 
by any false means, shall be liable in a civil action by any person injured thereby for 
any damages sustained in consequence thereof. 

Sec. 39. The district and territorial courts of the United States shall have 
original jurisdiction, the circuit courts of appeal of the United States and the 
United States Court of Appeals for the District of Columbia shall have appellate 
jurisdiction, of all actions arising under this Act, without regard to the amount in 
controversy or to diversity or lack of diversity of the citizenship of the parties. 

Sec. 40. Writs of certiorari may be granted by the Supreme Court of the United 
States for the review of cases arising under this Act in the same manner as provided 
for in cases under the patent laws. 

Sec. 41. The Commissioner shall make rules and regulations, not inconsistent 
with law, for the conduct of proceedings in the Patent Office under this Act. 


TITLE VII—IMPORTATION FORBIDDEN OF GOODS BEARING 
INFRINGING MARKS OR NAMES 


Sec. 42. That no article of imported merchandise which shall copy or simulate 
the name of any domestic manufacturer, or manufacturer, or trader, or of any 
manufacturer, or trader located in any foreign country which, by treaty, convention, 
or law affords similar privileges to citizens of the United States, or which shall copy 
or simulate a trade-mark registered in accordance with the provisions of this Act 
or shall bear a name or mark calculated to induce the public to believe that the article 
is manufactured in the United States, or that it is manufactured in any foreign coun- 
try or locality other than the country or locality in which it is in fact manufactured, 
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shall be admitted to entry at any customhouse of the United States; and, in order to 
aid the officers of the customs in enforcing this prohibition, any domestic manufac- 
turer or trader, and any foreign manufacturer or trader, who is entitled under the 
provisions of a treaty, convention, declaration, or agreement between the United 
States and any foreign country to the advantages afforded by law to citizens of 
the United States in respect to trade-marks and commercial names, may require his 
name and residence, and the name of the locality in which his goods are manufac- 
tured, and a copy of the certificate of registration of his trade-mark, issued in ac- 
cordance with the provisions of this Act, to be recorded in books which shall be 
kept for this purpose in the Department of the Treasury, under such regulations 
as the Secretary of the Treasury shall prescribe, and may furnish to the Depart- 
ment facsimiles of his name, the name of the locality in which his goods are manu- 
factured, or of his registered trade-mark, and thereupon the Secretary of the Treas- 


ury shall cause one or more copies of the same to be transmitted to each collector or 
other proper officer of customs. 
































TITLE VIII—FALSE DESIGNATIONS OF ORIGIN AND FALSE 
DESCRIPTIONS FORBIDDEN 


Sec. 43. (a) Any person who shall affix, apply, or annex, or use in connection 
with any goods or services, or any container or containers for goods, a false desig- 
nation of origin, or any false description or representation, including words or 
other symbols tending falsely to describe or represent the same, and shall cause such 
goods or services to enter into commerce, and any person who shall with knowl- 
edge of the falsity of such designation of origin or description or representation cause 
or procure the same to be transported or used in commerce or deliver the same 
to any carrier to be transported or used, shall be liable to a civil action by any person 
doing business in the locality falsely indicated as that of origin or in the region 
in which said locality is situated, or by any person who believes that he is or is likely 
to be damaged by the use of any such false description or representation. 

(b) Any goods marked or labeled in contravention of the provisions of this 
section shall not be imported into the United States or admitted to entry at any 
customhouse of the United States. The owner, importer, or consignee of goods 
refused entry at any customhouse under this section may have any recourse by pro- 
test or appeal that is given under the customs revenue laws or may have the remedy 
given by this Act in cases involving goods refused entry or seized. 






















TITLE IX—INTERNATIONAL CONVENTIONS 


Sec. 44. (a) The Commissioner shall keep a register of all marks communicated 
to him by the international bureaus provided for by the conventions for the protec- 
tion of industrial property, trade-marks, trade and commercial names, and the re- 
pression of unfair competition to which the United States is or may become a party, 
and upon the payment of the fees required by such conventions and the fees herein 
prescribed may place the marks so communicated upon such register. This register 
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shall show a facsimile of the mark or trade or commercial name; the name, citizen- 
ship, and address of the registrant ; the number, date, and place of the first registra- 
tion of the mark, including the dates on which application for such registration was 
filed and granted and the term of such registration; a list of goods or services to 
which the mark is applied as shown by the registration in the country of origin, and 
such other data as may be useful concerning the mark. This register shall be a con- 
tinuation of the register provided in section 1 (a) of the Act of March 19, 1920. 

(b) Persons who are nationals of, domiciled in, or have a bona fide and effective 
business or commercial establishment in any foreign country, which is a party to 
(1) the International Convention for the Protection of Industrial Property, signed 
at Paris on March 20, 1883; or (2) the General Inter-American Convention for 
Trade-Mark and Commercial Protection signed at Washington on February 20, 
1929; or (3) any other convention or treaty relating to trade-marks, trade or com- 
mercial names, or the repression of unfair competition to which the United States 
is a party, shall be entitled to the benefits and subject to the provisions of this Act 
to the extent and under the conditions essential to give effect to any such conven- 
tions and treaties so long as the United States shall continue to be a party thereto, 
except as provided in the following paragraphs of this section. 

(c) No registration of a mark in the United States by a person described in 
paragraph (b) of this section shall be granted until such mark has been registered 
in the country of origin of the applicant, unless the applicant alleges use in com- 
merce. 

For the purposes of this section, the country of origin of the applicant is the 
country in which he has a bona fide and effective industrial or commercial estab- 
lishment, or if he has not such an establishment the country in which he is domiciled, 
or if he has not a domicile in any of the countries described in paragraph (b) of this 
section, the country of which he is a national. 

(d) An application for registration of a mark under sections 1, 2, 3, 4, or 23 
of this Act filed by a person described in paragraph (b) of this section who has 
previously duly filed an application for registration of the same mark in one of the 
countries described in paragraph (b) shall be accorded the same force and effect 
as would be accorded to the same application if filed in the United States on the 


same date on which the application was first filed in such foreign country : Provided, 
That— 


(1) the application in the United States is filed within six months from the 
date on which the application was first filed in the foreign country ; 

(2) the application conforms as nearly as practicable to the requirements of 
this Act, but use in commerce need not be alleged ; 

(3) the rights acquired by third parties before the date of the filing of the 
first application in the foreign country shall in no way be affected by a registra- 
tion obtained on an application filed under this subsection (d) ; 

(4) nothing in this subsection (d) shall entitle the owner of a registration 
granted under this section to sue for acts committed prior to the date on which 
his mark was registered in this country unless the registration is based on use in 
commerce. 
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(e) A mark duly registered in the country of origin of the foreign applicant may 
be registered on the principal register if eligible, otherwise on the supplemental 
register herein provided. The application therefor shall be accompanied by a cer- 
tified copy of the application for or registration in the country of origin of the ap- 
plicant. 

(f) The registration of a mark under the provisions of paragraphs (c), (d), 
and (e) of this section by a person described in paragraph (b) shall be independent 
of the registration in the country of origin and the duration, validity, or transfer 
in the United States of such registration shall be governed by the provisions of this 
Act. 

(g) Trade-names or commercial names of persons described in paragraph (b) 
of this section shall be protected without the obligation of filing or registration 
whether or not they form parts of marks. 

(h) Any person designated in paragraph (b) of this section as entitled to the 
benefits and subject to the provisions of this Act shall be entitled to effective pro- 
tection against unfair competition, and the remedies provided herein for infringe- 
ment of marks shall be available so far as they may be appropriate in repressing 
acts of unfair competition. 

(i) Citizens or residents of the United States shall have the same benefits as are 
granted by this section to persons described in paragraph (b) hereof. 


TITLE X—CONSTRUCTION AND DEFINITIONS 


Sec. 45. In the construction of this Act, unless the contrary is plainly apparent 
from the context— 


The United States includes and embraces all territory which is under its juris- 
diction and control. 

The word “commerce” means all commerce which may lawfully be regulated 
by Congress. 

The term “principal register” refers to the register provided for by sections 1 
through 22 hereof, and the term “supplemental register” refers to the register pro- 
vided for by sections 23 through 28 hereof. 

The term “person” and any other word or term used to designate the applicant 
or other entitled to a benefit or privilege or rendered liable under the provisions 
of this Act includes a juristic person as well as a natural person. The term “juristic 
person” includes a firm, corporation, union, association, or other organization 
capable of suing and being sued in a court of law. 

The terms “applicant” and “registrant” embrace the legal representatives and 
successors and assigns of such applicant or registrant. 

The term “Commissioner” means the Commissioner of Patents. 

The term “related company” means any person who legitimately controls or is 
controlled by the registrant or applicant for registration in respect to the nature and 
quality of the goods or services in connection with which the mark is used. 

The terms “trade-name” and “commercial name” include individual names and 
surnames, firm names and trade-names used by manufacturers, industrialists, mer- 
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chants, agriculturists, and others to identify their businesses, vocations, or occupa- 
tions ; the names or titles lawfully adopted and used by persons, firms, associations, 
corporations, companies, unions, and any manufacturing, industrial, commercial 
agricultural, or other organizations engaged in trade or commerce and capable of 
suing and being sued in a court of law. 

The term “trade-mark” includes any word, name, symbol, or device or any 
combination thereof adopted and used by a manufacturer or merchant to identify 
his goods and distinguish them from those manufactured or sold by others. 

The term “service mark” means a mark used in the sale or advertising of services 
to identify the services of one person and distinguish them from the services of 
others and includes without limitation the marks, names, symbols, titles, designa- 
tions, slogans, character names, and distinctive features of radio or other advertising 
used in commerce. 

The term “certification mark” means a mark used upon or in connection with 
the products or services of one or more persons other than the owner of the mark 
to certify regional or other origin, material, mode of manufacture, quality, accuracy 
or other characteristics of such goods or services or that the work or labor on the 
goods or services was performed by members of a union or other organization. 

The term “collective mark” means a trade-mark or service mark used by the 
members of a cooperative, an association or other collective group or organization 
and includes marks used to indicate membership in a union, an association or other 
organization. 

The term “mark” includes any trade-mark, service mark, collective mark, or 
certification mark entitled to registration under this Act whether registered or not. 

For the purposes of this Act a mark shall be deemed to be used in commerce (a) 
on goods when it is placed in any manner on the goods or their containers or the 
displays associated therewith or on the tags or labels affixed thereto and the goods 
are sold or transported in commerce and (b) on services when it is used or dis- 
played in the sale or advertising of services and the services are rendered in com- 
merce. 

A mark shall be deemed to be abandoned” — 


(a) When its use has been discontinued with intent not to resume. Intent not 
to resume may be inferred from circumstances. Nonuse for two consecutive years 
shall be prima facie abandonment. 

(b) When any course of conduct of the registrant, including acts of omission 


as well as commission, causes the mark to lose its significance as an indication of 
origin. 


The term “colorable imitation” includes any mark which so resembles a regis- 
tered mark as to be likely to cause confusion or mistake or to deceive purchasers. 

The term “registered mark” means a mark registered in the United States 
Patent Office under this Act or under the Act of March 3, 1881, or the Act of Feb- 
ruary 20, 1905, or the Act of March 19, 1920. The phrase “marks registered in 
the Patent Office” means registered marks. 




















NEW TRADE-MARK ACT 119 
The term “Act of March 3, 1881,” “Act of February 20, 1905,” or “Act of March 
19, 1920,” means the respective Act as amended. 

A “counterfeit” is a spurious mark which is identical with, or substantially indis- 
tinguishable from, a registered mark. 

Words used in the singular include the plural and vice versa. 

The intent of this Act is to regulate commerce within the control of Congress by 
making actionable the deceptive and misleading use of marks in such commerce; to 
protect registered marks used in such commence from interference by State, or 
territorial legislation ; to protect persons engaged in such commerce against unfair 
competition ; to prevent fraud and deception in such commerce by the use of repro- 
ductions, copies, counterfeits, or colorable imitations of registered mark; and to 
provide rights and remedies stipulated by treaties and conventions respecting 
trade-marks, trade-names, and unfair competition entered into between the United 
States and foreign nations. 


TITLE XI—REPEAL OF PREVIOUS ACTS 


Sec. 46. (a) This Act shall be in force and take effect one year from its enact- 
ment, but except as otherwise herein specifically provided shall not affect any suit, 
proceeding, or appeal then pending. All Acts and parts of Acts inconsistent here- 
with are hereby repealed effective one year from the enactment hereof, including 
the following Acts insofar as they are inconsistent herewith: The Act of Congress 
approved March 3, 1881, entitled “An Act to authorize the registration of trade- 
marks and protect the same’; the Act approved August 5, 1882, entitled “An Act 
relating to the registration of trade-marks” ; the Act of February 20, 1905 (U.S. C., 
title 15, sections 81 to 109, inclusive), entitled ““An Act to authorize the registra- 
tion of trade-marks used in commerce with foreign nations or among the several 
States or with Indian tribes, and to protect the same,” and the amendments thereto 
by the Acts of May 4, 1906 (U. S. C.,, title 15, sections 131 and 132; 34 Stat. 169), 
March 2, 1907 (34 Stat. 1251, 1252), February 18, 1909 (35 Stat. 627, 628), Feb- 
ruary 18, 1911 (36 Stat. 918), January 8, 1913 (37 Stat. 649), June 7, 1924 (43 
Stat. 647), March 4, 1925 (43 Stat. 1268, 1269), April 11, 1930 (46 Stat. 155), 
June 10, 1938 (Public, Numbered 586, Seventy-fifth Congress, ch. 332, third ses- 
sion) ; the Act of March 19, 1920 (U.S. C., title 15, sections 121 to 128, inclusive), 
entitled “An Act to give effect to certain provisions of the convention for the pro- 
tection of trade-marks and commercial names made and signed in the city of Buenos 
Aires, in the Argentine Republic, August 20, 1910, and for other purposes,” and 
the amendments thereto, including the Act of June 10, 1938 (Public, Numbered 586, 
Seventy-fifth Congress, ch. 332, third session): Provided, That this repeal shall 
not affect the validity of registrations granted or applied for under any of said Acts 
prior to the effective date of this Act, or rights or remedies thereunder except as 
provided in sections 8, 12, 14, 15, and 47 of this Act; but nothing contained in this 
Act shall be construed as limiting, restricting, modifying, or repealing any statute 
in force on the effective date of this Act which does not relate to trade-marks, or as 
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restricting or increasing the authority of any Federal department or regulatory 
agency except as may be specifically provided in this Act. 

(b) Registrations now existing under the Act of March 3, 1881, or the Act of 
February 20, 1905, shall continue in full force and effect for the unexpired terms 
thereof and may be renewed under the provisions of section 9 of this Act. Such 
registrations and the renewals thereof shall be subject to and shall be entitled to the 
benefits of the provisions of this Act to the same extent and with the same force 
and effect as though registered on the principal register established by this Act ex- 
cept as limited in sections 8, 12, 14, and 15 of this Act. Marks registered under the 
“ten-year proviso” of section 5 of the Act of February 20, 1905, as amended, shall 
be deemed to have become distinctive of the registrant’s goods in commerce under 
paragraph (f) of section 2 of this Act and may be renewed under section 9 hereof 
as marks coming within said paragraph. 

Registrations now existing under the Act of March 19, 1920, shall expire six 
months after the effective date of this Act, or twenty years from the dates of their 
registrations, whichever date is later. Such registrations shall be subject to and 
entitled to the benefits of the provisions of this Act relating to marks registered on 
the supplemental register established by this Act, and may not be renewed unless 
renewal is required to support foreign registrations. In that event renewal may 
be effected on the supplemental register under the provisions of section 9 of this 
Act. 

Marks registered under previous Acts may, if eligible, also be registered under 
this Act. 

Sec. 47. (a) All applications for registration pending in the Patent Office 
at the effective date of this Act may be amended, if practicable, to bring them under 
the provisions of this Act. The prosecution of such applications so amended and 
the grant of registrations thereon shall be proceeded with in accordance with the 
provisions of this Act. If such amendments are not made, the prosecution of said 
applications shall be proceeded with and registrations thereon granted in accord- 
ance with the Acts under which said applications were filed, and said Acts are hereby 
continued in force to this extent and for this purpose only, notwithstanding the 
foregoing general repeal thereof. 

(b) In any case in which an appeal is pending before the United States Court 
of Customs and Patent Appeals or any United States Circuit Court of Appeals or 
the United States Court of Appeals for the District of Columbia or the United 
States Supreme Court at the effective date of this Act, the court, if it be of the 
opinion that the provisions of this Act are applicable to the subject matter of the 
appeal, may apply such provision or may remand the case to the Commissioner or 
to the district court for the taking of additional evidence or a new trial or for re- 
consideration of the decision on the record as made, as the appellate court may 
deem proper. 

Sec. 48. Section 4 of the Act of January 5, 1905 (U. S. C., title 36, section 4), 
as amended, entitled “An Act to incorporate the National Red Cross,” and section 
7 of the Act of June 15, 1916 (U. S. C., title 36, section 27), entitled ““An Act to in- 
corporate the Boy Scouts of America, and for other purposes,” and the Act of June 
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20, 1936 (U.S. C., title 22, section 248), entitled “An Act to prohibit the commer- 
cial use of the coat of arms of the Swiss Confederation,” are not repealed or affected 
by this Act. 

SEecTION 49. Nothing herein shall adversely affect the rights or the enforcement 
of rights in marks acquired in good faith prior to the effective date of this Act. 

Section 50. If any provision of this Act or the application of such provision 
to any person or circumstance is held invalid, the remainder of the Act shall not be 
affected thereby. 


Approved July 5, 1946. 


LEGISLATIVE HISTORY OF THE NEW TRADE-MARK ACT 
Chauncey P. Carter* 


68th Congress 


. 2679, February 29, 1924—Sen. Richard P. Ernst (Ky.) 
Committe on Patents, p. 3298, vol. 65. 
Hearing, January 20, 21, 1925. 
Reported (S. Rept. 1067), p. 3349, vol. 66. 


69th Congress 


. R. 6248, December 21, 1925—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 1323, vol. 67. 
Hearing, March 25, 26, 1926. 
. 2547, January 16, 1926—Sen. Richard P. Ernst (Ky.) 
. R. 13486, December 6, 1926—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 15, vol. 68. 
Hearing, January 7, 1927. 
Reported (H. Rept. 2203), p. 4493, vol. 68. 
Debated, p. 5143, vol. 68. 
Amended and passed House, p. 5148, vol. 68. 
Referred to Senate Committee on Patents, p. 5192, vol. 68. 
. 4811, December 14, 1926—Sen. Henrik Shipstead ( Minn.) 
Committee on Patents, p. 418, vol. 68. 
Hearing, January 7, 1927. 
Reported (S. Rept. 1576), p. 4525, vol. 68. 


70th Congress 


. R. 6683, December 9, 1927—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 409, vol. 69. 
Hearing, March 9, 10, 1928. 

. 2744, January 23, 1928—Sen. David I. Walsh ( Mass.) 
Committee on Patents, p. 1842, vol. 69. 

. R. 11988, March 12, 1928—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 4599, vol. 69. 
Hearing, March 30, 31, 1928. 


*We are deeply indebted to Mr. Chauncey P. Carter, Washington, D. C., for his courtesy in 
making available this legislative history. 
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H. R. 13109, April 17, 1928—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 6675, vol. 69. 
Reported (H. Rept. 1368), p. 7037, vol. 69. 
Passed House, p. 9357, vol. 69. 
Referred to Senate Committee on Patents, p. 9444, vol. 69. 


71st Congress 


. R. 2828, May 10, 1929—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 1138, vol. 71. 
Hearing, January 17, 18, 1930. 
Reported (H. Rept. 657), p. 3491, vol. 71. 
Debated, p. 6967, 7350, vol. 71. 
Amended and passed House, p. 7356, vol. 71. 
Referred to Senate Committee on Patents, p. 7395, vol. 71. 
Reported (S. Rept. 1496), p. 4200, vol. 74. 
Debated, p. 6106, vol. 74. 


72nd Congress 


. R. 7118, January 6, 1932—Rep. Albert H. Vestal (Ind.) 
Committee on Patents, p. 1402, vol. 75. 
Hearing, February 8, 9, 1932. 

. 2679, January 6, 1932—Sen. Felix Hebert (R. I.) 
Committee on Patents, p. 1344, vol. 75. 


75th Congress 


. R. 9041, January 19, 1938—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 810, vol. 83. 
Hearing, May 15, 16, 17, 18, 1938. 


76th Congress 


. R. 4744, March 3, 1939—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 2242, vol. 84. 
Hearing, March 28, 29, 30, 1939. 
. R. 6618, June 1, 1939—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 6534, vol. 84. 
Hearing, June 22, 1939. 
Reported (H. Rept. 944), p. 8030, vol. 84. 
Passed House, p. 9302-9307, vol. 84. 
Referred to Senate Committee on Patents, p. 9374, vol. 84. 
Reported (S. 1562), p. 5295, vol. 86. 
Debated, p. 7203, 8987, 8988, 8999, vol. 86. 
Passed Senate, p. 8993, vol. 86. 
Motion to Reconsider, p. 8993, vol. 86. 


77th Congress 


. R. 102, January 3, 1941—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 13, vol. 87. 
Hearing, November 4, 12, 13, 14, 1941. 

. 895, February 17, 1941—Sen. Homer T. Bone (Wash.) 
Committee on Patents, p. 1032, vol. 87. 
Hearing, 1941. 
Reported (S. Rept. 568), p. 6236, vol. 87. 
Passed Senate, p. 7445, vol. 87. 
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Referred to House Committee on Patents, p. 7485, vol. 87. 
Reported (E. Rept. 2283), p. 5589, vol. 88. 
Passed House with amendments, p. 7431-7437, vol. 88. 
Referred to Senate Committee on Patents. 

. R. 5461, July 31, 1941—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 6563, vol. 87. 


78th Congress 


. R. 82, January 6, 1943—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents, p. 19, vol. 89. 
Reported (H. Rept. 603), p. 6553, vol. 89. 
Passed House, 6670-6676, vol. 89. 
Referred to Senate Committee on Patents, p. 6704, vol. 89. 
Reported (S. Rept. 1303), p. 8844, vol. 90. 
Debated in Senate, p. 9570, vol. 90. 
Hearings, April 7, 8, 1943 and November 15, 16, 1944. 


79th Congress 


. R. 1654, January 22, 1945—Rep. Fritz G. Lanham (Tex.) 
Committee on Patents. 

Reported (H. Rept. 219). 

Passed House with amendments March 5, 1945. 

Referred to Senate Committee on Patents March 6, 1945. 
Reported (S. Rept. 1333), May 14, 1946 

Passed Senate with amendments, p. 7026, 7027. 

Motion for Conference with House agreed to, p. 7027. 

House agrees to Conference, p. 7205 

Conference report submitted to House, p. 7524, 7525, 7526. 
Conference report called up and agreed to in House, p. 7649, 7650. 
Conference report considered and agreed to by Senate, p. 7813, 7814. 
Motion to reconsider vote of Senate agreed to, p. 7815. 

Senate reconsiders and again agrees to conference report, p. 7989, 7990, 7991. 
President signs bill July 5, 1946. 


MEMORANDUM OF OBJECTIONS TO THE AMENDMENTS TO 
H. R. 1654 


Submitted by the Lawyers’ Advisory Committee of the United States Trade-Mark 
Association to the Conference Committee of the Senate and the House 


1. The inclusion in subdivision (c) of section 14 of the words “becomes de- 
scriptive of a patented article or” and the inclusion of a new subdivision (1) in 
section 15 reading: “(1) if the mark or trade-name becomes descriptive of a 
patented article it may be contested at any time.” 

These amendments are believed to be unnecessary. Subsection (c) of section 
14 (which is referred to in section 15) provides that if a mark has been abandoned 
it can be canceled at any time. The definition of “abandonment” in section 45 in- 
cludes the provision that a mark shall be deemed to be abandoned “when any 
course of conduct of the registrant, including acts of omission as well as commis- 
sion, causes the mark to lose its significance as an indication of origin.” It fol- 
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lows that if a registrant permits a mark used in connection with a patented article to 
become the name of the patented article, he abandons the mark within the definition 
of “abandonment” and for that reason the mark may be canceled. 

Furthermore, the above amendments are objectionable because they are am- 
bigous. Presumably, the amendments are intended to prevent the use of a trade- 
mark to prolong the monopoly given by a patent. If the patent had expired and 
the trade-mark was thereafter used as the name of the article covered by the ex- 
pired patent, theoretically, at least, the language of the amendment would not 
apply since the article would no longer be patented. We suggest the following 
language as more affectively accomplishing the proposed result: 


Section 14 


(c) * * * is the common descriptive name of an article on which the patent has expired 
or 


Section 15 


(1) If the mark is the common descriptive name of an article on which the patent 
has expired, it may be contested at any time. 


Since we believe that a trade-mark registration should be canceled if the trade- 
mark is permitted to lose its significance as an indication of origin, regardless of 
whether the trade-mark is used in connection with a patented article, we think it is 
unwise as well as unnecessary to include the above amendments. If it is believed, 
however, that additional language is necessary, we suggest the following : 


Section 14 


(c) at any time if the registered mark has, because of any act of omission or com- 
mission on the part of the registrant, ceased to be distinctive of registrant’s goods and has 
become the only practical designation of such goods. 


Section 15 


(1) if the mark has, because of any act of omission or commission on the part of the 
registrant, ceased to be distinctive of registrant’s goods and has become the only prac- 
tical designation of such goods, it may be contested at any time. 


2. The inclusion of a new paragraph (4) in section 14 reading as follows: 


(d) at any time in the case of a certification mark on the grounds that the registrant 
(1) does not or is not constituted so as legitimately to exercise control over the use of 
such mark, or (2) engages in the production or marketing of any goods or services to 
which the mark is applied, or (3) permits the use of such mark for other purposes than as 
a certification mark, or (4) does not permit the use of such mark on nondiscriminatory and 
reasonable terms by all persons engaged in the production and marketing of such gcods 
or services who maintain the standards or conditions which such mark certifies. 


The above amendment deals with the right to cancel a certification mark. Cer- 
tification marks are grouped together with collective marks in the provisions of sec- 
tion 4, and in section 45 collective marks and certification marks are defined iden- 
tically the same. In considering the above amendment we first raise the ques- 
tion whether the provisions with reference to a certification mark are also ap- 
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plicable to a collective mark in view of the identity of definition. If so, we submit 
that there are numerous trade-mark registrations under the 1938 Collective Mark 
Statue which, under the provisions of the above amendment, would be invalidated. 
The further question therefore arises as to the constitutionality of this amend- 
ment. 

In the above amendment four grounds are included. The first ground, apart 
from its ungrammatical construction, would seem to be unnecessary, since section 
4 limits the persons who can secure certification marks to those “exercising legiti- 
mate control over the use of the marks.” If the registrant is not constituted so as 
legitimately to exercise such control, it could not exercise such control and, there- 
fore, would not be a proper person to make the application. The second ground 
would prevent the use of the same mark as a certification mark and as a trade- 
mark. It is believed that at the present time there are numerous marks used as 
trade-marks and at the same time as certification marks. ‘Good Housekeeping” is 
the trade-mark title of a magazine, and is also used as the dominant feature of a 
certification mark for numerous products which have been approved. “Sanforized” 
is believed to be a mark used not only by the owner of the mark for shirts treated 
by a particular process, but also by other concerns for shirts treated with the same 
process. We see no objection to this practice, and we do not believe that the 
second ground stated in the amendment should be included as a ground for canceling 
a certification mark. The third ground would seem to be objectionable for the 
same reasons as the second ground. The fourth ground would prevent the owner 
of the mark from exercising the right freely to deal with customers of his own 
choosing. In effect, it would be a form of compulsory licensing. 

3. The inclusion of the provided clause at the end of section 14 reading as fol- 
lows: 


Provided, That the head of any Government department or agency may apply to can- 
cel marks registered under the provisions of section 4 of this Act and the prescribed fee 
shall not be required. 

The above amendment permits a Government department or agency to apply 
to cancel a mark. It is objectionable, we believe, because it unnecessarily extends 
the right of the Government to interfere with private business. If a mark is be- 
ing misused, the proper Government agency at the present time has an appropriate 
remedy. For example, the Federal Trade Commission can issue a complaint in any 
such case. Also, in a case where the misuse is in violation of the anti-trust laws, 
the Department of Justice can bring an appropriate proceeding. We see no neces- 
sity for permitting a Government agency to apply to cancel a trade-mark. 

4. The inclusion of a new subdivision (7) in section 33 reading as follows: 


(7) That the mark has been or is being used in violation of the anti-trust laws of the 
United States. 


By the above amendment, violation of the anti-trust laws may be set up as a 
defense to the claim of incontestability of registrant’s exclusive right to use the 
registered mark. We believe it is objectionable because of the likelihood that it 
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will result unnecessarily in extending litigation and in harassing litigants by investi- 
gations of activities unrelated to the trade-mark issues involved. 

For the reasons stated, it is believed that the above amendments should be deleted 
from H. R. 1654 by the Conference Committee, and it is respectfully requested that 


such action be taken. SyLvEsTER J. Lippy, Chairman 


MAXWELL Barus, A. C. MacManon, 
Victor D. Broan, WALLACE H. MartIN, 

R. W. Byerty, Huco Mock, 

ANTHONY W. DELLER, Joun C. PEMBERTON, 
FRANKLIN M. Depew, Kart Pout, 

WALTER J. DERENBERG, DAPHNE Rosert, 

Isaac W. DiacEs, Epwarp S. RoceErs, 

Wo. F. Dow Ling, Jr., Henry J. SAVAGE, 

James F. Hoce, EpmunpD DILt Scotti, 
THEODORE S. KENYON, H. BoarRDMAN SPALDING, 
Etitis W. LEAVENWORTH, LESLIE TAGGART, 

H. C. LIitrtte, STEWarRT L. WHITMAN, 
W. E. MacKay, Percy E. WILLIAMSON, Jr. 


CLARIFICATION OF ANTI-TRUST AMENDMENT 
Hon. Fritz G. Lanham 


(CONGRESSIONAL REcorp—HousE—JuNE 25, 1946) 
Mr. LANHAM: 


Mr. Speaker, the legislative history of this Act is long and extensive. Many 
hearings have been held over a period of almost eight years. Those hearings may, 
and probably will, be referred to by the courts in construing and interpreting the 
provisions of the Act. However, there is no one provision in the Act which has 
no recorded legislative history, and in order that the purpose and intent of the 
House may be made perfectly clear, I wish this statement to appear in the Record 
as an explanation of our intent and as a part of the legislative history of the Act. 

This Trade-Mark Act places in one statute all the Federal law relating to the 
subject and repeals the prior laws specifically referred to in its provisions. It re- 
enacts much prior legislation and creates new rights, some of which are substan- 
tive and others procedural. It implements our international commitments and 
brings the trade-mark law of the United States down to date, recognizing the 
changes in business and commercial practices since the Act of 1905 became the 
law. 

The Senate amended the Act and the Conference Committee has reconciled its 
differences. I believe it necessary, however, that specific reference be made to 
one amendment in order that its interpretation may be made clear. 

Paragraph (b) of section 33 of the Act has been amended by adding subpara- 
graph (7) in the following words: 
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(7) That the mark has been or is being used to violate the anti-trust laws of 
the United States. 

The prior statutes enacted by Congress on this subject provide that the certifi- 
cate of registration shall be prima facie evidence of ownership and the right to use 
the mark. H. R. 1654 changes this rule and provides that “the right of the reg- 
istrant to use such registered mark in commerce for the goods or services on or in 
connection with which such registered mark has been in continuous use for five 
consecutive years subsequent to the date of such registration and is still in use in 
commerce shall be incontestable” if the conditions of section 15 of the Act are met. 
Section 33 (a) of this Act reenacts the prima facie evidence rule which is applicable 
from and after the date of registration of a mark under the Act of March 3, 1881, 
the Act of February 20, 1905, and under this bill. Section 33 (b) provides that 
where the registered mark has become incontestable under section 15, the certifi- 
cate of registration shall be conclusive evidence of the registrant’s “exclusive right 
to use the registered mark in commerce on or in connection with the goods or serv- 
ices specified in the certificate.” 

However, section 33 (b) contains seven exceptions to the rule that the certificate 
of registration shall be conclusive evidence of the rights of the registrant even where 
the provisions of section 15 have been met. Some doubt has been expressed on the 
following points : 

First: Do these seven exceptions, including the amending paragraph (7) with 
reference to the violation of the anti-trust laws of the United States, lay down 
substantive rules of law or substantive defenses which go to the validity and en- 
forceability of the mark, or do they relate only to the weight of evidence to be given 
to the certificate of registration ? 

Second: What is the meaning of the words “used to violate the anti-trust laws,” 
as found in paragraph (7) of paragraph (b) of section 33? 

It is clear from the language of the Act and from the congressional history of 
the Act as it is found in the hearings and reports that the seven “defenses or defects” 
listed under paragraph (b) of section 33 are intended to relate to and to affect the 
weight of the evidence to be given to the certificate of registration where the owner 
claims the benefit of the incontestable rule and where the opposite party can, by the 
weight of the evidence, establish any one of the things listed in the seven paragraphs 
in paragraph (b) ; but these seven paragraphs are not intended to enlarge, restrict, 
amend, or modify the substantive law of trade-marks either as set out in other sections 
of the Act or as heretofore applied by the courts under prior laws. A trade-mark reg- 
istrant who is shown to have used his mark to violate the anti-trust laws is denied 
the benefit of the rule that his certificate of registration is conclusive evidence of his 
right of ownership and his right to the exclusive use of the mark. Under these 
circumstances, his certificate of registration is only prima facie evidence of his 
right and he must be prepared to carry the additional burden of proof as is neces- 
sary under the laws and statutes as they existed prior to the passage of this Act. 
One of the valuable new rights created by the Act is the incontestable right after 
five years’ use of the mark and the corollary thereto that the certificate of registra- 
tion is conclusive evidence of ownership and the right to the exclusive use of the 
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mark. This new and valuable right is denied to any trade-mark registrant who is 
shown to have used his mark to violate the anti-trust laws, but this provision does 
not and is not intended to deprive the registrant of any rights he would possess 
or enjoy if this Act were not enacted into law. Stated in other terms, proof of 
violation of the anti-trust laws of the United States by a registrant in the use of his 
mark does not under this Act destroy the validity of or the right of the registrant 
to continue to use the mark, but it places on him a burden of proof in the event 
of litigation which others do not have to carry, by diluting the weight the court 
is to give to his certificate of registration as evidence of ownership and the right 
to use the mark. This is the intent and effect and the only intent and effect of the 
seven subparagraphs of paragraph (b) of section 33. 

Although the words “used to violate the anti-trust laws of the United States” 
are general in their nature, their meaning is clear. A registrant of a trade-mark 
might violate the anti-trust laws by entering into an agreement to restrict output or to 
suppress competition and yet the use made by the registrant of his trade-mark in his 
business might have no legal, causal or efficient relation to the violation of these 
laws. The relation of the trade-mark to these illegal acts might be purely physical 
or coincidental. If a trade-mark should be used the legal, causal and efficient instru- 
mentality to effect a contract, agreement or arrangement which violates the anti- 
trust laws, then the actual use of the mark to carry out such a scheme would con- 
stitute a use in violation of the anti-trust laws; but if the mark is in no true sense 
an essential legal element of the unlawful conduct, then the fact that the registrant 
may have violated the anti-trust laws would not bring paragraph (7) of paragraph 
(b) of section 33 into operation. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the May and June, 1941, March, April, and May, 1942 and the June, 
1943 Reporter, delivered in condition for binding; for two copies of the 
1940 Index, 50 cents each. 


Copies of the Master Index, vols. I and II and vols. 28-30, any condition. 


Address: 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirtH AVENUE, 
New York 18, N. Y. 





